United States Patent and Trademark Ofhce 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark OtBce 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



10/597,124 



FILING DATE 



07/12/2006 



FIRST NAMED INVENTOR 



23718 7590 01/12/2009 

schlumberger oilfield services 
200 gillingham lane 

MD 200-9 

SUGAR LAND, TX 77478 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



UPTON, CHRISTOPHER 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



KJttiVrXi nvrliyjts OUff Iff fcff Jr 


Application No. 

10/597,124 


Applicant(s) 

PAYS ET AL. 


Examiner 

Christopher Upton 


Art Unit 
1797 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 
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1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-4, 7 and 9 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over German publication 296 16 832 or Kunz, each in view of Frumm, UK 
patent 1,418,806 or PCT publication WO 02/20115; and Castelli or Batutis. 

Kunz and the German publication each disclose an oil/ water separator having a 
coalescer followed by a guiding means for the separated droplets which allows the 
water to flow through, substantially as claimed. The instant claims differ in recitation of 
the coalescer being a reusable polymer absorbent material instead of the metal turnings 
or other materials of Kunz or the unspecified material of the German reference; and in 
the guiding means being formed of an oleophilic material. 

It is well known to use a polymer absorbent material, such as a foam, as a 
coalescer, as exemplified by Frumm, the British patent and the PCT publication. It 
would therefore have been obvious for one skilled in the art to use such a polymer 
absorbent as a coalescer in the devices of Kunz and the German publication, as a 
substitution of one known suitable material for another. 

With respect to the recitation of the guiding means being formed of an oleophilic 
material, it is submitted that such internal plates in a separator are normally made of 
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such a material, commonly metal, fiberglass or plastic. Note that Castelli and Batutis 
disclose plates in an oil water separator which are oleophilic, preferably made of 
fiberglass or polypropylene. 

With respect to claim 3, it is submitted that the distance would have been an 
obvious matter of optimization for one skilled in the art, depending on the 
characteristics of the oil, the flow rate, and other considerations, and therefore fails to 
patentably distinguish over the prior art. 

3. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over the 
references as applied to claim 7 above, and further in view of Kingsbury or Lawson. 

Claim 8 differs from claim 7 in recitation of repeating the steps. It is well known 
to provide plural serial separation stages in a coalescing separator, as exemplified by 
Kingsbury and Lawson. It would therefore have been obvious for one skilled in the art 
to adapt the device of claim 7 to use plural stages, depending on the desired final 
quality, the characteristics of the oil, and other factors. 

4. Claims 5, 6, 10 and 11 are allowed. 

5. Applicant's arguments filed on October 23, 2008 have been fully 
considered but they are not persuasive. 

Applicant argues that Kunz and the German publication do not disclose that the 
guiding means are made of an oleophilic material. It is submitted that, while the 
references are silent as to the material of the plates, that an oleophilic material such as 
metal, fiberglass or a plastic would normally be used to manufacture the plates. 
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Examples of the use of oleophilic plates in separators of similar structures (coalescing 
material followed by plates) are disclosed by Batutis (see column 3, lines 52-55 and 62- 
63) and Castelli (see column 1, lines 46-48 and 57-59). 

6. Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Christopher Upton whose telephone number is 
571-272-1169. The examiner can normally be reached on 8:30-6:00, off every other 
Monday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Duane Smith can be reached on 571-272-1166. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Christopher Upton/ Christopher Upton 

Primary Examiner, Art Unit 1797 Primary Examiner 
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